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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on 02 July 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 18-40 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 18-24,26-28 and 30-40 is/are rejected. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 10/8/24 . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20090915 



Application/Control Number: 10/510,973 
Art Unit: 2613 



Page 2 



DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Species I, fig. 1 and corresponding claims 
18-24, 26-28, and 30-40 in the reply filed on 7/2/2009 is acknowledged. Claims 25 and 
29 are directed to the unelected Species II and therefore are not considered. 

The traversal is on the ground(s) that Species I and Species II directed to the 
same invention and claim 18 is generic. 

2. However, the species listed above do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the 
same or corresponding special technical features for the following reasons: Species I 
has a special feature of a pump source arranged in the section of the transmission 
system to make the necessary amplification of the optical signals is switched off when 
the system is in operation or when the system is not in operation it remains switched off 
and wherein if no line discontinuity is determined, the pump source is switched on; And 
Species II has a special feature of determining the output level of the isolated narrow- 
band spectral range of the check-back signal; determining a value of an amplification 
following the opto-electric modulation, wherein by delivering the output level and the 
determined value of the amplification, the transmission attenuation is measured at an 
evaluation unit. Special feature of generic claim 18 is taught by Thanhaeuser (DE 

1 00461 04A1) to lack novelty or inventive step and does not to make a contribution over 
the prior art. 
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3. The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

4. A series of singular dependent claims is permissible in which a dependent claim 
refers to a preceding claim which, in turn, refers to another preceding claim. 

A claim which depends from a dependent claim should not be separated by any 
claim which does not also depend from said dependent claim. It should be kept in mind 
that a dependent claim may refer to any preceding independent claim. In general, 
applicant's sequence will not be changed. See MPEP § 608.01 (n). 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 18-24, 26-28, and 30-40 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 

Claim 18 recites the limitation of "concentrating a constant proportion of an 
output in a defined frequency range of the check-back signal in as narrow-band spectral 
range as possible". However, the specification does not teach how to concentrate the 



Application/Control Number: 10/510,973 Page 4 

Art Unit: 2613 

signal "as narrow-band spectral range as possible"; the specification does not teach or 
suggest how narrow the spectral range is the possible narrow-band. Therefore, the 
specification does not enable one skilled in the art to make and/or use the invention. 

Claim 18 recites the limitation of "modulating, amplifying and filtering the 
decoupled check-back signal to isolate the most narrow-band spectral range possible of 
the check-back signal". However, the specification does not teach how to modulate, 
amplify and filter the decoupled signal to isolate the most narrow-band spectral range 
possible; the specification does not teach or suggest what is "the most narrow-band 
spectral range possible". Therefore, the specification does not enable one skilled in the 
art to make and/or use the invention. 

Claim 18 recites the limitation of "amplification of the check-back signal 
decoupled from the transmission system is linear and as far as possible unlimited in 
amplitude". However, the specification does not teach how to linearly amplify the 
decoupled signal for as far as possible unlimited in amplitude; the specification does not 
teach or suggest what is "as far as possible unlimited in amplitude". Therefore, the 
specification does not enable one skilled in the art to make and/or use the invention. 

Claims 23, 26, 27, and 40 recite the similar limitation(s). 

Claim 19 recites the limitation of "followed by appropriate encoding". However, 
the specification does not enable all of the "appropriate encoding". 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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8. Claims 18-24, 26-28, and 30-40 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 18 recites the limitation of "concentrating a constant proportion of an 
output in a defined frequency range of the check-back signal in as narrow-band spectral 
range as possible". However, it is not clear what is technically considered "as narrow- 
band spectral range as possible". 

Claim 18 recites the limitation of "modulating, amplifying and filtering the 
decoupled check-back signal to isolate the most narrow-band spectral range possible of 
the check-back signal". However, it is not clear what is technically considered "the most 
narrow-band spectral range possible of the check-back signal". 

Claim 18 recites the limitation of "amplification of the check-back signal 
decoupled from the transmission system is linear and as far as possible unlimited in 
amplitude". However, it is not clear what is technically considered "far as possible 
unlimited in amplitude". 

Claims 23, 26, 27, and 40 recite the similar limitation(s). 

Claim 19 recites the limitation of "followed by appropriate encoding". However, it 
is unclear what is considered "appropriate encoding". 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 18-21, 26, and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thanhaeuser (DE 1 00461 04A1, provided in IDS). 

Regarding claims 18, 26, and 40, as the yare understood in view of the above 
112 problems, Thanhaeuser discloses a method and apparatus for detecting a check- 
back signal in an optical transmission system for optical signals (fig. 1), comprising: 

concentrating a constant proportion of an output in a defined frequency range; 

feeding the check-back signal into the transmission system at the sending end; 
decoupling the check-back signal after a section of the transmission system; 

modulating, amplifying and filtering the decoupled check-back signal to isolate 
the check-back signal; and 

determining the output of the isolated narrow-band spectral range for the 
detection of the check-back signal. 

Thanhaeuser differs from the claimed invention in that Thanhaeuser does not 
specifically discloses that the frequency range of the check-back signal is as narrow- 
band spectral range as possible; isolating the most narrow-band spectral range possible 
of the check-back signal; and the amplification of the check-back signal decoupled from 
the transmission system is linear and as far as possible unlimited in amplitude. 
However, it would have been obvious for one of ordinary skill in the art at the time when 
the invention was made to improve the method and apparatus of Thanhaeuser by 
employing narrowing the spectral and limiting the amplification in linear range. The 
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motivation would have been to improve the performance of the method and system of 
Thanhaeuser. 

Regarding claim 1 9, as it is understood in view of the above 1 1 2 problem, the 
check-back signal of Thanhaeuser is encoded signal. 

Regarding claim 20, Thanhaeuser differs from the claimed invention in that 
Thanhaeuser does not specifically disclose that the signal is CMI or RZ encoded. 
However, Examiner takes Official Notice that CMI or RZ are well known modulation 
format in the art. Therefore, it would have been obvious for one of ordinary skill in the 
art at the time when the invention was made to incorporate these modulations in order 
to encode signals in an optical carrier. 

Regarding claim 21, Thanhaeuser further discloses an opto-electric modulation 
and the amplification of the decoupled signal is provided at least for the data bandwidth 
of the check-back signal (fig. 1). 

1 1 . Claims 22-24, 27-28, and 30-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thanhaeuser (DE 1 00461 04A1, provided in IDS) in view of Oha 
(United States Patent Application Publication US 2003/0072064 A1). 

Regarding claims 22, 30-33, Thanhaeuser has been discussed above in regard 
with claims 18 and 40. Thanhaeuser differs from the claimed invention in that 
Thanhaeuser does not specifically disclose an additional regeneration of the check-back 
signal is provided. However, it is well known in the art to provide an additional check- 
back signal. For example, Ohta discloses to provide an additional check-back signal 
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(FIG. 1 ). Therefore, it would have been obvious for one of ordinary skill in the art at the 
time when the invention was made to incorporate addition of regenerated check-back 
signal, as disclosed by Ohta, in the system of Thanhaeuser. The motivation would have 
been to provide further control of the transmission system (Ohta: paragraphs 0038- 
0039). 

Regarding claims 23-24 and 27-28, as they are understood in view of the above 
112 problems, Thanhaeuser has been discussed above in regard with claims 18 and 
40. Thanhaeuser differs from the claimed invention in that Thanhaeuser does not 
specifically disclose a pump source arranged in the section of the transmission system. 
However, it is well known in the art to arrange a pump source in the section of the 
transmission system. For example, Ohta discloses to arrange a pump source in the 
section of the transmission system (fig. 1 ). Ohta further discloses that the pump source 
is controlled by a check back signal (fig. 1 , SV). Therefore, it would have been obvious 
for one of ordinary skill in the art at the time when the invention was made to 
incorporate the pump source of Ohta in the system of Thanhaeuser and configure the 
pumps to make the necessary amplification of the optical signals is switched off when 
the system is in operation or when the system is not in operation it remains switched off 
and wherein if no line discontinuity is determined, the pump source is switched on. The 
motivation would have been to control the signal intensity in the transmission line. 

Regarding claims 34-35, Thanhaeuser further discloses that the components can 
be integrated in one decoupling line of a monitoring channel with check-back signal 
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used for network management. Ohta further discloses that the regenerator is 
connected in series to the decoding module (Ohta: fig.1). 

Regarding claims 36 and 37, Thanhaeuser and Ohta differ from the claimed 
invention in that Thanhaeuser and Ohta do not specifically disclose that the narrow- 
band spectral range has 50% of the total output of the check-back signal issuing from 
the encoding module. However, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to set the narrow-band spectral range to 
be 50% of the total output of the check-back signal issuing from the encoding module, 
since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the 
art. In reA11er, 105 USPQ 233. 

Regarding claims 38 and 29, the output level of the modified system of 
Thanhaeuser and Ohta can be detected or determined when the pump source arranged 
in the optical waveguide whether said pump source is switched on or off. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to QUAN-ZHEN WANG whose telephone number is 
(571)272-31 14. The examiner can normally be reached on 9:00 AM - 5:00 PM, Monday 
- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Vanderpuye can be reached on (571) 272-3078. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

9/16/2009 

/Quan-Zhen Wang/ 

Primary Examiner, Art Unit 2613 



